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REMARKS 

Aoolicant requests reconsideration and withdrawal of the 
Applicant r qu ^ restrict;Lon 

rr=3-=: — - — r 

fr» a temperature above the martensite uu 
gripping element to a temp ^ ^ ^ ^ be 

, ^ franqition temperature, L.ne yj- +3 

meLn . ' '-; Tri case claim 53 requires that tfte 

^transition tM ,peratur* ana that upon heating the gr^pmg 

tempera recited in claim 64 cannot be completed, 

temperature, the method ^£ed * inve nti OIlS are not distinct 

Applicant subouts that on.tjxe basis 

under MPEP 806.05(h) . Further, based on the fact that c 
explicitly to the result of heating the grxppn^ element to a 
texture above the martertsite to auetenite phase transition 
:~e, applicant submits that a ^ 

product *"^J££* iLture oE a product claim would prevent any 
PU T e t °L 1217* It using from being shown to be indistinct, which 

" a^^aim 75 which omits the step of 

h eatinT^pX; element to a temperature above the martensite to 

Phase transition temperature The new claim S 
links claim 64 and 53 . Consequently, claims 64 75 should 

with claims 53-63. over 
Claims 53-63 stand rejected under 35 USC 102 or 

Bendel et al - 
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• L« defined in claim 53, is concerned with 
The present invention,: as det ^ ^ The grippin g device 

a biocompatible gripping device to y memory 
tno l» d es . rr^-itic phase an, having 

material having an austenat^c phase a ^ 

ahape memory ^^HtT^t^ ~« «» martensite to 
chat the gripping element is at » ^ mMt(!nsit . i<: 

austenite phase "^^f^™' ele ment U deforme* by gripping 
phase, in the event <*".^£ ^ ^ „ turned t o its non-deformed 

- needle hoider -J^jTlST-i. one being the 
previously, nitmol can exist i being ^ 

shape memory form (the -"J-^" J^' ^ endel « .1 — -* »*« 
superel.stic form (the -'f^X,, to the transition between 
to nitinol as being . * ^ « al states at 
the austenxtic form and rao dulus of 

column 3, lines 56-63 that «he nxtxnol has allows the 

elasticity and a high yield, strength, ~T ^ 

to -fo- around t e nee - ^ • « ^ ^ rt orde , 
fr om the holder, the ghape after please, the 

for the insert I to resume *t b the enape mem ory form. 

nirinol must be in the ^^^^^tion temperature of 

The austenite to martehsite phase £™» for the inserts 

seated so that the^ = ^ ^ 
temperature is below the tenure at c phase . in which 

UB ed and consequently the nitxno x xn t ^ ^ 

it exhibits superelastic ^ et "" t "*; ^ fche region of 60« F 
temperature in a typical op f "»*J£L?~* n J nol employed b y 

(abou t 15° C>. ™ Bl t tt t^Tl r C -d the nitinol would have to 

Bendel et «1 «uld have to be below 15 

contain more than 50 atomic . % nlcXei ' the exa miner has 

^ t-he reiibction under 35 u&«- i", 
With regard to the re^f ^ ±8 in the martensitic 
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ahape spontaneously after ■ tie needle i. released fro. the hoi dex, and 
tZ not disclose or suggest that the insert I undergoes 
that is reversed by heatingithe insert. Therefore, it is m fact 
clear that the insert I is in the austenitic phase, not the 
martensitic phase. Since -.tip insert I of Bendel et al is at a 
^perature above the martensite to auatenite phase ™ 
temperature, applicant disagrees with the examiner's statement that 
thl Insert "Inherently retires to be heated to a temperature above 
Se mLtensite to austenite^hase transition temperature to return it 
to the non-deformed condition." 
The examiner states : 

&E8s*t*ssi J^rasrs.'S. 

martensite to austenite. 

How the insert I would!! behave under the conditions stated by the 
examiner is not relevant to patentability of claims 53-63 because 
Benlel et al does not disclose or suggest that the insert T should be 
used below the martensite ^ au 8 tenite phase transition temperature 

The examiner further ! averts that it would ha.e been obvxous that 
the insert I requires to be Cheated to a temperature above the 
Trtensite to a^tenite pha^e transition temperature to return xt o 
"e non-deformed condition, put the accuracy of this statement is not 
at issue in evaluating patentability of claim S3. What is at issue 
whether Bendel et al discloses or suggests that the insert I is m the 

martensitic phase. 

in view of the foregoing, it is submitted that claim 53 is 
patentable. It follows tha0 the dependent claims 54-63 also are 

patentable . ^ ^ reaction of claim 54, since the examiner 

acknowledges that the inser, I of Bendel et al is in the ^enitic 
phase at room temperature -the phase tran*itxo» temperature of the 
insert I must be below room ^temperature . Since normal room 
temperature is well below 50* C, there is no basis for suggesting that 
xtTould have been obvious *> «*• composition of the mtinol 

ul that the martensite to kustenite phase transition temperature x. 
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n 50 * C and 100- C. tLrefore. claim 54 is patentable 
between 50 

independent o« clai ™"4 * tha phafle transition temperature * 
With respect to ol.xT.fB, the , pn citan ium i. 

^inoi containing. 4* » "^n" , et aHontaina .ore t« so 

»*~ *T Z ^ - motion ■ 

atomic % nickel. For cue. nerso n of ordinary skill fa 

54 r it wouid not have heen #>™»^ f or Bendel « a! tro. a 
the art to have manufactured 52 aCOT , lo % tltB „iu» - 

^^^^^^ " aubmlts tht 

— : ^atentahi. i^ rr - c-;- _ in 
, ■ V ^"1^ i. 3COP. than oiai. «. « 

° Respectfully submitted, 
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